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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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DETAILED ACTION 

Prosecution History Summary 

• Claims 1,12, and 18 have been amended. 

• Claims 3, 4, 11, 15, and 17 have been cancelled. 

• Claims 1-2, 5-10, 12-14, 16, and 18-20 are pending. 

Drawings 

1 . The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) because they 
do not include the following reference sign(s) mentioned in the description: 32 (page 17, 
paragraph 0048, line 10) and 33 (page 17, paragraph 0048, line 12). Corrected drawing sheets in 
compliance with 37 CFR 1 .121(d) are required in reply to the Office action to avoid 
abandonment of the application. Any amended replacement drawing sheet should include all of 
the figures appearing on the immediate prior version of the sheet, even if only one figure is being 
amended. Each drawing sheet submitted after the filing date of an application must be labeled in 
the top margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1 .121(d). If 
the changes are not accepted by the examiner, the applicant will be notified and informed of any 
required corrective action in the next Office action. The objection to the drawings will not be 
held in abeyance. 

Claim Objections 

2. Claim 16 is objected to because of the following informalities: claims antecedent basis 
for claim 15, a cancelled claim. Appropriate correction is required. 
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Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action; 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 1-2 are rejected under 35 U.S.C. 102(b) as being anticipated by Reference D . 

5. As per claim 1, Reference D teaches a method for anonymously testing a patient 
comprising: 

a. Assigning a unique numerical identifier to a patient and at least one test for a 
medical condition, wherein the unique numerical identifier identifies the patient and the 
at least one test to be performed for the patient (D: col. 15, 47-62) 

b. Transmitting the unique numerical identifier to a testing facility (D: col, 15, 47- 
62) 

c. Receiving a biological sample from the patient at the testing facility, wherein the 
biological sample is identified by the unique numerical identifier and wherein the testing 
facility draws the biological sample from the patient (D: col. 15: 12-20); 

d. Performing the at least one test on the biological sample to detect the medical 
condition and determining a test result, wherein the at least one test is performed by the 
testing facility (D: col. 15, 63 to col. 16, 14); 

e. Correlating the test result from the at least one test with the unique numerical 
identifier (D: col. 16, 8-14); 
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f. Receiving a request for the test result from the patient through an internet site , 
wherein the patient is identified by said the unique numerical identifier (D: col. 16, 17- 
28). The examiner interprets that transmission of results via a link is the same as 
obtaining test results through an internet site; and 

g. Providing the test result to the patient through an internet site , thereby protecting 
the anonymity of the patient (D: col, 16, 29-39). 

6. As per claim 2, the method of claim 1 is as described above. Reference A further teaches 
the biological sample is obtained at the testing facility and the testing facility uses the unique 
number identifier to identify the patient (D: col. 15, 3-20). 

Claim Rejections - 35 USC§103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 5-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Reference D 
in view of Reference A. 

9. As per claim 5, the method of claim 1 is as described above. Reference D does not teach 
further teaches providing pre-test counseling prior to assigning the unique numerical identifier 

Reference A further teaches providing pre-test counseling prior to assigning the unique 
numerical identifier (A: claim 5). 

Therefore, it would have been prima facie obvious to one of ordinary skill in the art at the 
time the invention was made to combine Reference D with Reference A. One of ordinary skill 
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would have been motivated to combine these teachings because Reference A teaches that "while 
testing appears to be the answer, maintaining patient confidentiality/anonymity is the problem" 
(A: page 1, paragraph 0012, lines 9-11). 

10. As per claim 6, the method of claim 1 is as described above. Reference D teaches 
wherein the medical condition is selected from the group consisting of HIV (D: col. 6, 52-57). 

As per claim 7, the method of claim 1 is as described above. Reference D does not teach 
-Determining if the patient has a positive test result for a human malady or predisposition to a 
human malady; -Providing information regarding the human malady or the predisposition to a 
human malady to the patient prior to providing the test result. 

Reference A further teaches: 

a. Determining if the patient has a positive test result for a human malady or 
predisposition to a human malady (A: page 2, paragraph 0023, lines 3-4); 

b. Providing information regarding the human malady or the predisposition to a 
human malady to the patient prior to providing the test result (A: page 2, paragraph 
0018, lines 4-7; claim 5) 

The motivation to combine the teachings is the same as claim 5. 

11. As per claim 8, the method of claim 7 is as described above. Reference D does not teach 
teaches wherein the information is provided by a counselor. 

Reference A further teaches wherein the information is provided by a counselor (A: page 
2, paragraph 0018, lines 1-7). 

Therefore, it would have been prima facie obvious to one of ordinary skill in the art at the 
time the invention was made to combine Reference D with Reference A. One of ordinary skill 
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would have been motivated to combine these teachings because of the public's lack of 
understanding the diseases and difficulty in finding a doctor that will treat them (A: paragraph 
0009-0010). 

12. As per claim 9, the method of claim 8 is as described above. Reference D does not teach 
wherein the counselor provides the test result. 

Reference A further teaches wherein the counselor provides the test result (A: page 2, 
paragraph 0023, lines 3-7). 

Therefore, it would have been prima facie obvious to one of ordinary skill in the art at the 
time the invention was made to combine Reference D with Reference A. One of ordinary skill 
would have been motivated to combine these teachings because of the public's lack of 
understanding the diseases and difficulty in finding a doctor that will treat them (A: paragraph 
0009-0010). 

13. As per claim 10, the method of claim 1 is as described above. Reference D does not 
teach wherein the biological sample is selected from the group consisting of mucosal fluid, 
blood, urine and feces. 

Reference A further teaches wherein the biological sample is selected from the group 
consisting of mucosal fluid, blood, urine and feces (A: page 2, paragraph 0020, lines 4-5). 
The motivation to combine the teachings is the same as claim 5. 

14. As per claim 12, Reference D teaches a method for anonymously testing a patient 
comprising: 



Application/Control Number: 10/679,016 Page 7 

Art Unit: 3626 

a. Assigning a patient a unique numerical identifier and a test for a medical 
condition, wherein the unique numerical identifier identifies the patient and the test to be 
performed for the patient (D: col. 15, 47-62); 

b. Transmitting the unique numerical identifier to a testing facility (D: col. 15, 47- 
62); 

c. Receiving a biological sample from the patient at the testing facility, wherein the 
biological sample is identified by the unique numerical identifier (D: col. 15: 12-20); 

d. Performing the at least one test on the biological sample to detect the medical 
condition and determining a test result, wherein the at least one test is performed by the 
testing facility (D: col. 15, 63 to col. 16, 14); 

e. Correlating the test result from the at least one test with the unique numerical (D: 
col. 16, 8-14); 

f. Receiving a request for the test result from the patient, wherein the patient is 
identified by said the unique numerical identifier (D: col. 16, 17-28); and 

g. Verifying the unique numerical identifier against a database of valid unique 
numerical identifiers after receiving the request (D: col. 16, 29-37). 

h. Providing the test result to the patient, thereby protecting the anonymity of the 
patient (D: col. 16, 29-37). 

Reference D does not teach: -Determining if the patient has a positive test result for a 
human malady or predisposition to a human malady; -Providing information regarding the 
human malady or the predisposition to a human malady to the patient prior to providing the test 
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result; - Querying the patient to determine if the patient desires counseling; and -Providing the 
patient with counseling, wherein a counselor provides the test result , 

Reference A teaches -Determining if the patient has a positive test result for a human 
malady or predisposition to a human malady (A: page 2, paragraph 0023); -Providing 
information regarding the human malady or the predisposition to a human malady to the patient 
prior to providing the test result (A: page 2, paragraph 0018, lines 4-7; claim 5); - Querying the 
patient to determine if the patient desires counseling (A: page 2, paragraph 0023); and - 
Providing the patient with counseling, wherein a counselor provides the test result (A: page 2, 
paragraph 0023, lines 3-7V 

Therefore, it would have been prima facie obvious to one of ordinary skill in the art at the 
time the invention was made to combine Reference D with Reference A. One of ordinary skill 
would have been motivated to combine these teachings because of the public's lack of 
understanding the diseases and difficulty in finding a doctor that will treat them (A: paragraph 
0009-0010). It can also be further motivated because Reference A teaches that "while testing 
appears to be the answer, maintaining patient confidentiality/anonymity is the problem" (A: 
page 1, paragraph 0012, lines 9-11). 

1 5. As per claim 14, the method of claim 12 is as described above. Reference D does not 
teach wherein the unique numerical identifier is assigned by an entity separate from the testing 
facility. 

Reference A further teaches wherein the unique numerical identifier is assigned by an 
entity separate from the testing facility (A: page 5, paragraph 0060, lines 3-9). 



Application/Control Number: 10/679,016 Page 9 

Art Unit: 3626 

Therefore, it would have been prima facie obvious to one of ordinary skill in the art at the 
time the invention was made to combine Reference D with Reference A. One of ordinary skill 
would have been motivated to combine these teachings because Reference A teaches that "while 
testing appears to be the answer, maintaining patient confidentiality/anonymity is the problem" 
(A: page 1, paragraph 0012, lines 9-11). 

16. As per claim 16, Reference D does not teach teaches information comprises textual 
information. 

Reference A teaches information comprises textual information (page 2, paragraph 
0018, lines 4-7). In light of the specification the examiner interprets test result to be the same as 
information. 

The motivation to combine the teachings is the same as claim 12. 

17. As per claim 20, the method of claim 12 is as described above. Reference D does not 
teach wherein the biological sample is selected from the group consisting of mucosal fluid, 
blood, urine and feces. 

Reference A further teaches wherein the biological sample is selected from the group 
consisting of mucosal fluid, blood, urine and feces (A: page 2, paragraph 0020, lines 4-5). 
The motivation to combine the teachings is the same as claim 12. 

18. Claim 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over Reference A in 
view of Reference B . 

19. As per claim 13, the method of claim 12 is as described above. 

Reference A does not teach transferring the patient's Internet contact to a secure server, 
prior to providing the test result. 
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Reference B teaches transferring the patient's Internet contact to a secure server, prior to 
providing the test result (B: page 4, paragraph 0039, lines 7-11; paragraph 0040, lines 1-4). 
In light of the specification, the examiner interprets information labeled so forth to include 
Internet contact. The examiner also interprets that maintaining a second databases means that 
the Internet contact is on a secure server that cannot be accessed. 

Therefore, it would have been prima facie obvious to one of ordinary skill in the art at the 
time the invention was made to combine Reference A with Reference B. One of ordinary skill 
would have been motivated to combine these teachings because Reference A teaches that "while 
testing appears to be the answer, maintaining patient confidentiality/anonymity is the problem" 
(A: page 1, paragraph 0012, lines 9-11). 

20. Claims 18-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over Reference 
A in view of Reference C. 

21 . As per claim 18, the method of claim 12 is as described above. 

Reference A does not teach providing an instant messaging account number, an instant 
messaging account, and instructions for using the instant messaging account, wherein the patient 
has indicated a desire for online counseling, and connecting the counselor by the instant 
messaging account to the patient, thereby providing additional information to the patient. 

Reference C teaches providing an instant messaging account number, an instant 
messaging account, and instructions for using the instant messaging account, wherein the patient 
has indicated a desire for online counseling, and connecting the counselor by the instant 
messaging account to the patient, thereby providing additional information to the patient (C: 
page 3, paragraph 0038). 
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Therefore, it would have been prima facie obvious to one of ordinary skill in the art at the 
time the invention was made to combine Reference A with Reference C. One of ordinary skill 
would have been motivated to combine these teachings because Reference A teaches "the patient 
must appear at the clinic where he or she could be recognized by anyone else at the clinic. 
Accordingly, complete anonymity is difficult to maintain" (A: page 1, paragraph 0013, lines 5- 
10). 

22. As per claim 19, the method of claim 17 is as described above. 

Reference A does not teach wherein providing the patient counseling is conducted 
through e-mail of a secure web page. 

Reference C teaches wherein providing the patient counseling is conducted through e- 
mail of a secure web page (C: page 3, paragraph 0037, lines 2-8). In light of the specification, 
the examiner interprets that providing the email address is the same as being providing 
counseling if e-mail address is present. 

Therefore, it would have been prima facie obvious to one of ordinary skill in the art at the 
time the invention was made to combine Reference A with Reference C. One of ordinary skill 
would have been motivated to combine these teachings because Reference A teaches "the patient 
must appear at the clinic where he or she could be recognized by anyone else at the clinic. 
Accordingly, complete anonymity is difficult to maintain" (A: page 1, paragraph 0013, lines 5- 
10) 

Response to Arguments 

23. Applicant's arguments with respect to claims 1-2, 5-10, and 12-16 have been considered 
but are moot in view of the new ground(s) of rejection. 
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24. Applicant's arguments filed for claim 13 have been fully considered but they are not 
persuasive. Reference B is relied upon for teaching transferring the patient's Internet contact to a 
secure server, prior to providing the test result and not the teaching that the telephone automated 
software program of the computer system collects "demographic information" as suggested by 
the applicant. Reference A teaches querying the patient to determine if the patient desires 
counseling as indicated in the rejection above. 

25. Applicant's arguments filed for claim 18 have been fully considered but they are not 
persuasive. Applicant argues that Reference C does not teach a test result provided by a 
counselor. The examiner notes that claim 18 claims providing an instant messaging account 
where the patient indicates a desire for online counseling, and the counselor provides additional 
information to the patient. Reference C teaches the claimed invention of claim 18 as indicated in 
the rejection above. 

Conclusion 

26. THIS ACTION IS MADE FINAL, Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
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however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sheetal R. Rangrej whose telephone number is 571-270-1368. 
The examiner can normally be reached on M-F 8:30-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas can be reached on 571-272-6776. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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